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DETAILED ACTION 
Pending Claims 
Claims 17-30 are pending. 

Response to Amendment (filed October 1, 2008) 

1 . As set forth in the last Office action (mailed January 27, 2009), the rejection of claims 
10-13 under 35 U.S.C. 101 & 35 U.S.C. 1 12, 2°'* paragraph, has been rendered moot by the 
cancellation of these claims. 

2. As set forth in the last Office action (mailed January 27, 2009), the rejection of claims 1- 
9 under 35 U.S.C. 102(b) as being anticipated by Rosthauser et al. (US Pat. No. 4,925,885) has 
been rendered moot by the cancellation of these claims. 

3. As set forth in the last Office action (mailed January 27, 2009), the rejection of claims 1- 

4. 8, 9, and 15 under 35 U.S.C. 102(b) as being anticipated by Miyamoto et al. (US Pat. No. 
5,656,701) has been rendered moot by the cancellation of these claims. 

4. As set forth in the last Office action (mailed January 27, 2009), the rejection of claims 5- 
7 under 35 U.S.C. 103(a) as being unpatentable over Miyamoto et al. (US Pat. No. 5,656,701) in 
view of Kobayashi (US Pat. No. 5,662,966) has been rendered moot by the cancellation of these 
claims. 

5. As set forth in the last Office action (mailed January 27, 2009), the rejection of claim 15 
under 35 U.S.C. 103(a) as being unpatentable over Rosthauser et al. (US Pat. No. 4,925,885) in 
view of Kobayashi (US Pat. No. 5,662,966) has been rendered moot by the cancellation of this 
claim. 
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Election/Restrictions 

6. Applicant's election with traverse of Group II (claims 18-26 & 28-29) in the reply filed 
on February 20, 2009 is acknowledged. The traversal is on the ground(s) that: (a) the Examiner 
did not consider the contribution of the invention, as a whole, over the disclosure of the cited 
reference; and (b) the Examiner has not provided any indication that the contents of the claims 
interpreted in light of the description was considered in making the assertion of a lack of unity. 
This is not found persuasive because: 

The general inventive concept was determined by a review of the claims and the 
specification. The disclosure and the original claims focus primarily on the storage stable 
aqueous dispersion and products derived therefrom (see generic "use " language). There is little 
emphasis on the method of making the dispersion (Group I). There is also little emphasis on the 
actual method steps involved in the uses (Group III). Accordingly, it was determined that the 
general inventive concept was the dispersion (Group I). 

Once this was estabhshed, a review of the prior art revealed that the dispersion, as 
defined by the material/chemical components set forth in the claimed invention, is not a special 
technical feature as it does not make a contribution over the prior art. Accordingly, the 
restriction was indeed proper. 

The requirement is still deemed proper and is therefore made FINAL. 

7. Claims 17, 27, and 30 are withdrawn fi-om fiirther consideration pursuant to 37 CFR 
1.142(b), as being drawn to nonelected inventions, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed on 
February 20, 2009. 
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Claim Rejections - 35 USC § 102/103 
8. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fiilfiUed the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 

thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subjeci matter sought to be patented and the prior art are 
such that the subject matter as a whole would ha\ e been ob\ ious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 18-26 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative. 



under 35 U.S.C. 103(a) as obvious over Wissing et al. (US 2006/0003166 Al). 
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Regarding claims 18-25 , Wissing et al. disclose: (18) an aqueous dispersion (Abstract; 
paragraphs 0008-0023) of a polyurethane (A) (paragraphs 0061-0070), an epoxy resin (B) 
(paragraphs 0024-0031), and amine crosslinker (C) for said epoxy resin (paragraphs 0032-0060); 
(19) an aqueous dispersion (Abstract; paragraphs 0008-0023) of a polyurethane (A) (paragraphs 
0061-0070), and epoxy resin (B) (paragraphs 0024-0031), and a non-blocked amine crosslinker 
(C) for said epoxy resin (paragraphs 0032-0060); 

(20) wherein the polyurethane is synthesized from: 

a) diisocyanates (paragraphs 0062 & 0064), 

b) diols of which bi) from 10 to 100 mol%, based on the total amount of diols (b), have a 
molecular weight of from 500 to 5000 and b2) from 0 to 90 mol%, based on the total amount of 
diols (b), have a molecular weight of from 60 to 500 g/mol (paragraphs 0062 & 0063), 

c) non-(a) and non-(b) monomers having at least one isocyanate group or at least one 
group reactive toward isocyanate groups, and fiirther carrying at least one hydrophilic or 
potentially hydrophilic group to make the polyurethanes dispersible in water (paragraphs 0062 & 
0065), 

(21) wherein the epoxy resin is a reaction product of bisphenol A with epichlorohydrin 

(paragraphs 0024 & 0028); (23) comprising 1 to 99% by weight of polyurethane (A) and 1 to 
99% by weight of epoxy resin (B), based on the sum of (A) and (B) (paragraphs 0018 & 0020; 

claims 2 & 3); 

(22) wherein said amine crosslinker (C) is a compound having at least two reactive amino 
groups (paragraphs 0032-0033); and 
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(24) which is an adhesive (paragraphs 0095-0096); and (25) which is a laminating 
adhesive (paragraphs 0095-0096: see subsequent top-coating). Furthermore, they disclose a low 
solvent content (paragraphs 0076-0077). 

Wissing et al. fail to disclose the product-by-process language of the instant invention 
(see method steps set forth in non-elected claim 17). However, it has been found that, "[E]ven 
though product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process," - In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) 
(see MPEP 2113). 

Therefore, it appears that the instantly claimed invention is the same or an obvious 
variation of the aqueous dispersion set forth in Wissing et al. because Wissing et al. satisfy all of 
the chemical/material limitations dictated by the instantly claimed product-by-process language. 
In addition, the aqueous dispersion of Wissing et al. features a low solvent content, 
corresponding to the solvent removal in step B of the instant invention. 

Furthermore, the skilled artisan would have expected the aqueous dispersion of Wissing 
et al. to be storage-stable because it satisfies all of the material/chemical limitations of the 
instant invention. It has been found that, "Products of identical chemical composition can not 
have mutually exclusive properties." A chemical composition and its properties are inseparable. 
Therefore, if the prior art teaches the identical chemical structure, the properties applicant 
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discloses and/or claims are necessarily present - In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 
1655, 1658 (Fed. Cir. 1990). 

Regarding claim 26, Wissing et al. fail to disclose: (26) wherein the adhesive is an 
adhesive for laminating paper or polymer film to wood. However, it should be noted that a 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. Accordingly, claim 26 is met because the adhesive aqueous dispersion 
of Wissing et al. appears to be inherently capable of laminating paper or polymer film to wood. 



Claim Rejections - 35 USC § 103 

1 1 . Claims 18-26, 28, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyamoto et al. (US Pat. No. 5,656,701) in view of Kobayashi (US Pat. No. 5,662,966). 

Resardins claims 18-25, 28. and 29 . Miyamoto et al. disclose: (18 & 19) an aqueous 
dispersion (Abstract) of a polyurethane (A) (column 3, lines 33-55), an epoxy resin (B) (column 
8, lines 43-59), and an optional crosslinking agent (C) (column 9, lines 7-12); 

(20) wherein the polyurethane is synthesized from: 

a) diisocyanates (column 3, line 56 through column 4, line 2), 

b) diols of which bi) from 10 to 100 mol%, based on the total amount of diols (b), have a 
molecular weight of from 500 to 5000 and b2) from 0 to 90 mol%, based on the total amount of 
diols (b), have a molecular weight of from 60 to 500 g/mol (column 4, lines 3-34), 
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c) non-(a) and non-(b) monomers having at least one isocyanate group or at least one 
group reactive toward isocyanate groups, and fiirther carrying at least one hydrophilic or 
potentially hydrophilic group to make the polyurethanes dispersible in water (column 4, line 44 
through column 6, line 12), 

(21) wherein the epoxy resin is a reaction product of bisphenol A with epichlorohydrin 
(column 8, lines 48-52; column 9, lines 20-34; column 15, lines 39-43); (23) comprising 1 to 
99% by weight of polyurethane (A) and 1 to 99% by weight of epoxy resin (B), based on the sum 
of (A) and (B) (column 8, lines 60-64; column 9, lines 35-40); 

(28) paper, polymer film, or leather coated with the aqueous dispersion of claim 18 or 19 
(column 9, line 41 through column 10, line 17); 

(24) which is an adhesive (column 9, lines 20-52); (25) which is a laminating adhesive 
(column 9, lines 20-52); and (29) paper, polymer film, or leather coated with the adhesive of 
claim 24 (column 9, line 41 through column 10, line 17). Furthermore, they disclose little or no 
solvent (column 2, line 20 through column 3, line 29). 

Miyamoto et al. contemplate the use of an additional crosslinker in their aqueous 
composition; however, they fail to explicitly disclose: (18) an amine crosslinker (C); (19) a non- 
blocked amine crosslinker (C); and (22) wherein said amine crosslinker (C) is a compound 
having at least two reactive amino groups. 

Kobayashi discloses a similar aqueous composition (see Abstract; column 7, lines 33-43). 
Furthermore, he demonstrates that the instantly claimed crosslinker is recognized in the art as a 
suitable crosslinker for aqueous based polyurethane/epoxy compositions (see column 7, lines 7- 
27, particularly lines 15-16: see melamine-based crosslinking agents). In light of this, it has 
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been found that the selection of a known material based on its suitability for its intended use 
supports a prima facie obviousness determination - see MPEP 2144.07. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the instantly claimed crosslinker, as taught by Kobayashi, in the composition of 
Miyamoto et al. because the teachings of Kobayashi demonstrate that the instantly claimed 
crosslinker is recognized in the art as a suitable crosslinker for aqueous based 
polyurethane/epoxy compositions. 

The combined teachings of Miyamoto et al. and Kobayashi fail to disclose the product- 
by-process language of the instant invention (see method steps set forih in non- elected claim 17). 
However, it has been found that, "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process," - In re Thorpe, 
111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (see MPEP 2118). 

Therefore, it appears that the instantly claimed invention is the same or an obvious 
variation of the aqueous dispersion set forth in the combined teachings of Miyamoto et al. and 
Kobayashi because the combined teachings of Miyamoto et al. and Kobayashi satisfy all of the 
chemical/material limitations dictated by the instantly claimed product-by-process language. In 
addition, the primary teachings of Miyamoto et al. feature little or no solvent, corresponding to 
the solvent removal in step B of the instant invention. 
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Furthermore, the skilled artisan would have expected the aqueous dispersion of the 
combined teachings to be storage-stable because it satisfies all of the material/chemical 
limitations of the instant invention. It has been found that, "Products of identical chemical 
composition can not have mutually exclusive properties." A chemical composition and its 
properties are inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties appUcant discloses and/or claims are necessarily present - In re Spada, 911 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

Regarding claim 26. the combined teachings of Miyamoto et al. and Kobayashi fail to 
disclose: (26) wherein the adhesive is an adhesive /or laminating paper or polymer film to wood. 
However, it should be noted that a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. Accordingly, claim 26 is met 
because the adhesive aqueous dispersion of Miyamoto et al. and Kobayashi appears to be 
inherently capable of laminating paper or polymer film to wood. 

Response to Arguments (filed October 1, 2008) 
12. Applicant's arguments with respect to the pending claims have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

13. Applicant's amendment (of October 1, 2008) necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 

CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

14. This application contains claims 17, 27, and 30 drawn to an invention nonelected with 
traverse in the reply filed on February 20, 2009. A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate action (37 CFR 1.144) See MPEP 
§ 821.01. 
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Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is (571)272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael J Feely/ 

Primary Examiner, Art Unit 1796 



May 10, 2009 



